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WENDELL RAY GUFFEY* 
I. INTRODUCTION 
Congress recently enacted legislation that provides for Stat-
utory Invention Registration (SIR) as an alternative for an in-
ventor who does not want to obtain a patent.! To obtain a SIR, 
an inventor must file a complete application for a patent accom-
panied by a waiver of the rights obtained under a patent grant.2 
This waiver of rights takes effect when the SIR is published and 
leaves the inventor with only defensive protection.3 The inventor 
completely loses his offensive rights, i.e., the right to exclude 
others from making, using, or selling the invention.· 
In exchange for an inventor's right to exploit his invention, 
the SIR program provides the inventor with an abbreviated 
prosecution process which is more expedient and less costly. The 
SIR program also replaces the Patent and Trademark Office's 
*Mr. Guffey is currently employed as a Patent and Trademark Attorney for Interna-
tional Minerals & Chemical Corporation in Terre Haute, Indiana. He received his J.D. 
from Northern Kentucky University in 1984; M.S. in Chemistry from University of Ken-
tucky in 1978; B.S. in Chemistry from University of Kentucky in 1976. Mr. Guffey is a 
member of the Virginia Bar, Patent and Trademark Office. 
1. 35 U.S.C. § 157 (Supp. 1985). 
2. [d. § 157(a)(3). 
3. [d. § 157(b). 
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(PTO) Defensive Publication Program,~ and provides an effec-
tive reference date equal to the date the SIR application is filed 
instead of the date the SIR is published. The SIR program will, 
therefore, be of considerable benefit to governmental agencies 
and organizations who publish research results for defensive 
purposes, but of little benefit to individuals and organizations 
who seek commercial profit from their inventions. 
II. BACKGROUND 
Multi-faceted organizations with research facilities, particu-
larly governmental agencies, large corporations, and universities, 
frequently require the defensive protection granted under the 
patent laws, but do not wish to spend the time and the money 
required to obtain a patent. This situation usually occurs when 
research has resulted in a patentable invention that is of limited 
commercial value, or an organization, particularly a governmen-
tal agency, decides that it is unlikely that the rights obtained 
under a patent against an infringer will be enforced.6 This, how-
ever, creates a dilemma for the organization if it decides not to 
obtain the patent. Another independent inventor may discover 
the invention, obtain a patent, and require the organization to 
pay royalties to the patent holder for the use of the invention. 
This means that the organization must pay royalties for the in-
vention that it has spent the time, money, and resources to 
develop. 
Solutions to this dilemma generally involve publishing the 
details of an invention in technical disclosure bulletins, publish-
ing a journal article describing the research, or using the Defen-
5. 37 C.F.R. § 1.139 (1985). 
6. See generally 41 C.F.R. §§ 101-4.100-4.105. It is the policy of the United States 
to grant, through the appropriate agency, nonexclusive, royalty free licenses to all gov-
ernment owned inventions upon request. Such licenses are revocable either upon the 
failure of the licensee to market the invention within a reasonable period or to report on 
its utilization. If after the invention has been published as available for licensing on a 
nonexclusive, royalty free basis for a period of at least six months, no such licenses have 
been granted, and utilization is believed not to exist, the invention will then be offered to 
the general public on an exclusive license basis for a limited period, not to exceed five 
years, unless the head of the government agency involved determines on the basis of a 
written submission supported by a factual showing that a longer period is reasonably 
necessary to permit the licensee to enter the market and recoup his reasonable costs in 
so doing. Id. See also 35 U.S.C. §§ 208-209 (1984 & Supp. 1985) (regulations and restric-
tions on federal licensing). 
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. sive Publication Program7 provided by the PTO. Publication of . 
an invention and placing the details of how to make and use the 
invention into the public domain should prevent other inventors 
from patenting the same invention, and therefore, solve this 
problem.s These solutions, however, have limitations, and do not 
completely protect an invention from exploitation by others. 
Publication in a scientific journal by an inventor is limited 
because a published article may not disclose how to make and 
use an invention as required by the patent laws.9 A publication 
which does not contain sufficient technical information to enable 
a skilled artisan, working at a point in time preceding an inven-
tor's invention date, to make and use an invention without hav-
ing to perform extensive experimentation, will not prevent 
others from patenting the same invention.10 The journal article, 
usually prepared by the inventor, is generally not reviewed by a 
patent attorney before publication; this review would ensure 
that the disclosure is sufficient to prevent patentability by other 
inventors working independently who discover the same inven-
tion. Similarly, the journal article is not reviewed by the PTO 
and has not had patentability tested in the prosecution process. 
An inventor cannot, therefore, predict how a publication will be 
7. 37 C.F.R. § 1.139 (1985). 
8. 35 U.S.C. § 102(a),(b) (1984). "A person shall be entitled to a patent unless ... 
the invention was described in a printed publication in this or a foreign country." [d. 
9. [d. § 112. 
Id. 
The specification shall contain a written description of 
the invention, and of the manner and process of making and 
using it, in such full, clear, concise, and exact terms as to en-
able any person skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and use the same, 
and shall set forth the best mode contemplated by the inven-
tor of carrying out his invention. 
10. Id. The "enabling disclosure" requirement may be stated as follows: To be antic-
ipatory of a claimed invention, a reference (1) must contain sufficient technical informa-
tion to enable a person of ordinary skill in the art to which the claimed invention per-
tains to make and use the claimed subject matter, without first having to perform 
extensive experimentation or make an unobvious contribution, and (2) must furnish such 
information at a point in time preceding the applicant's date of invention (or more than 
one year prior to the applicant's effective United States application filing date). See, e.g., 
In re Smith, 481 F.2d 9lO (1973) (35 U.S.C. § 112 requires that the claimed invention 
must be both described in, and enabled by, the disclosure; if both of those requirements 
are satisfied, and the best mode is set forth in the application, the disclosure is sufficient 
under § 112 no matter how broad or narrow the claimed invention may be), 
3
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viewed by the courts when they evaluate the publication as prior 
art. 
Technical disclosure bulletins, in contrast, are prepared for 
the purpose of disclosing technology to the public, thus prevent-
ing others from obtaining a patent on the same subject matter. 
The articles are generally prepared or reviewed by a patent at-
torney to guarantee that the disclosure requirements of the pat-
ent laws are satisfied.l1 The bulletins, however, are neither re-
viewed by the PTO in the prosecution process nor can an 
inventor predict how courts will view the information disclosed 
in the bulletin, particularly as prior art. 
Journal articles and technical disclosure bulletins are also 
limited in that they become effective references only on the pub-
lication date. A patent, in contrast, has an effective reference 
date equal to its filing date even though the contents of the pat-
ent are not disclosed to the public until the patent is granted 
and published by the PTO, typically twelve to twenty-four 
months after the filing date.13 An inventor working indepen-
dently who reduces his invention to practice during this period, 
will not be able to obtain a patent even though it is impossible 
for the inventor to learn about the other patent application. l3 In 
addition, a patent applicant can obtain a patent by "swearing 
behind" publication references. This process involves filing a 
declaration showing that the applicant made the invention 
before the invention is disclosed to the public, even if the refer-
ence was published before the applicant filed for a patent.l• 
Consequently, a prior inventor who conceives of an inven-
tion before a journal article or technical disclosure bulletin's 
publication date, diligently reduces the invention to practice, 
and files a patent application, can obtain a patent even if the 
same invention has been made previously by the journal article 
author.lll The inventor who publishes his invention, however, 
11. 35 U.S.C. § 112 (1984). 
12. 37 C.F.R. § 1.53(b) (1985). 
13. 35 U.S.C. § 122 (1984). 
14. 37 C.F.R. § 1.131 (1985). If the article was published more than one year before 
the filing date, the application is barred under 35 U.S.C. § 102(b) (1984). 
15. 35 U.S.C. § 102(e) (1984). 
A person shall be entitled to a patent unless ... the invention 
was described in a patent granted on an application for patent 
4
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must rely on the publication date since the reference cannot be 
used to establish an invention date prior to publication. This 
distinction between publications and patent applications, with 
patent applications obviously being favored, led the PTO to es-
tablish the Defensive Publication Program in an effort to solve 
the dilemma facing an inventor who does not want to seek a 
patent. 
The PTO Defensive Publication Program16 was intended to 
provide an inventor with defensive rights similar to those pro-
vided by the SIR program. The defensive publication, generally 
prepared by an attorney and reviewed by the PTO, was in-
tended to establish a prior art reference with an effective date 
equal to the filing date for the publication, not the publication 
date. The use of defensive publication as a prior art reference 
has, however, been limited by the courts. In Ex parte Osmond, 
Smith, and Waite,!7 the Board of Appeals decided that the ef-
by another filed in the United States before the invention 
thereof by the applicant for patent, or on an international ap-
plication by another who has fulfilled the requirement of 
paragraphs (1), (2), and (4) of section 371(c) of this title before 
the invention thereof by the applicant for patent. ... 
[d. See also Alexander Milburn Co. v. Davis-Bournonville Co., 270 U.S. 390 (1926). 
16. 37 C.F.R. § 1.139 (1985). 
17. 191 U.S.P.Q. 334 (Bd. App. 1973) (BNA). See also Ex parte Osmond, Smith, 
and Waite, 191 U.S.P.Q. 340 (Bd. App. 1976) (BNA). 
In order for a rejection under 35 U.S.C. 102(g) to be sus-
tainable, the evidence presented by the Examiner must estab-
lish at least prima facie, that the invention was made in this 
country by another before the invention thereof by the appli-
cant. The making of an invention involves two acts; the 
mental act of conceiving the invention, and the physical act of 
reduction to practice. The reduction to practice may be actual 
or constructive. 
The key evidence held relied upon by the Examiner with 
respect to substantiating his position under 102(g) is the 
Jacobson Defensive Publication as amplified by the applica-
tion from which the publication stemmed. The Jacobson ap-
plication here relied upon, as noted above, is an abandoned 
application. There is no evidence that the subject matter of 
that application has been carried forward to any application 
which is now pending or to an issued patent and which can 
trace its pendency back to copending with the abandoned 
Jacobson application. Indeed, such a pending application or 
issued patent would be inconsistent with the Defensive Publi-
cation Program. Nor is there any evidence of record that the 
subject matter of the Jacobson application was actually re-
duced to practice. (Emphasis in original.) 
5
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fective date of a defensive publication as a reference is the date 
upon which a document is published, not the filing date of the 
application. The court stated: 
A Defensive Publication is not a patent . 
A Defensive Publication is in reality no more than 
a publication, and as such, cannot be effective to 
defeat another's right to a patent prior to its pub-
lication date. The application forming the basis of 
the publication is not available to the public until 
the date of the publication of the abstract . . . . 
Therefore, there does not appear to be any legal 
foundation for making the publication retroac-
tively effective to defeat another's right to a 
patent. IS 
The court ruled that, "[T]he disclosure of a Defensive Publica-
tion application is not available as evidence of prior knowledge 
as of the filing date of the application."19 
This decision was upheld and explained in Ex parte Smolka 
and Schwuger. 20 The court stated: 
We call attention to the decisions by the 
Board of Appeals in the case of Ex parte Osmond 
(citations omitted), which concerned rejections 
made under 35 U.S.C. 102(a) and (g) with respect 
to the effective date of a Defensive Publication as 
a reference. In each of these cases, the Board of 
Appeals held that the effective date of the Defen-
sive Publication as a reference, at best, is the date 
upon which the document was published, and not 
the filing date of the application from which the 
publication stemmed.21 
This determination, in effect, gives the defensive publication the 
same status as a journal article or a technical disclosure bulletin. 
Conceivably, an inventor could be in a worse position if it took 
longer to prosecute the application as a defensive publication in 
Ex parte Osmond, 191 U.S.P.Q. at 341-42 (1976). 
18. Ex parte Osmond, 191 U.S.P.Q. at 337 (1973). 
19. [d. at 338. 
20. 207 U.S.P.Q. 232 (Bd. App. 1980) (BNA). 
21. [d. at 235 (emphasis added). 
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the PTO than it would to get a journal article or a technical 
bulletin published; this is so because the publication date is the 
date the material becomes an effective reference to prevent 
others from patenting the same invention. 
Therefore, an inventor is left without an effective method of 
protecting his invention unless he wants to wait for the publica-
tion of technical disclosure bulletins, journal articles, or defen-
sive publications, or spend the time and money to file a patent 
application and obtain a reference date as of the application fil-
ing date. The dilemma faced by an inventor, under these cir-
cumstances, exemplifies the problems and limitations that SIR 
is intended to overcome. 
III. STATUTORY INVENTION REGISTRATION 
SIR overcomes the problems with technical disclosure bulle-
tins, journal articles, and PTO defensive publications, by provid-
ing an inventor with an abbreviated procedure for disclosing his 
invention to the public which gives the inventor a reference date 
equal to the filing date, not the publication date.22 SIR also pro-
vides for review by the PTO and, in general, should be prepared 
by a patent attorney in the same manner as a patent applica-
tion. SIR offers a procedure for obtaining defensive protection 
for inventions by giving an inventor the same defensive rights as 
does a patent; other individuals are prevented from patenting 
the invention. SIR does not, however, allow an inventor to ex-
clude others from making, using, or selling the invention.2s 
A. PROCEDURE FOR OBTAINING A SIR 
The procedure used to obtain a SIR will depend upon 
22. 37 C.F.R. § 1.53(b) (1985). 
23. 35 U.S.C. § 111 (1984). 
Application for patent shall be made, or authorized to be 
made, by the inventor, except as otherwise provided in this 
title, in writing to the Commissioner. Such application shall 
include (1) a specification as prescribed by section 112 of this 
title; (2) a drawing as prescribed by section 113 of this title; 
and (3) an oath by the applicant as prescribed by section 115 
of this title. The application must be accompanied by the fee 
required by law. 
Id. See also id. § 154 (1984) (contents and term of patent). 
7
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whether an application is originally filed as a SIR or converted 
to a SIR during prosecution, and whether the PTO accepts the 
original application as filed or requires an applicant to amend 
his application before publication. 
1. Filing 
An inventor who wishes to have his invention protected by a 
SIR must file a complete application for a patent including the 
specification, drawings, oath, and fee. 24 An inventor must also 
file a request that the application be examined as a SIR along 
with a waiver of the right to enforce patent rights.211 The waiver 
of the right to enforce a claimed invention will only become ef-
fective at the time the SIR is published.26 Untill the SIR is pub-
lished, the application essentially remains an application for a 
patent. An applicant, therefore, has an opportunity to obtain a 
patent if circumstances change after the application is filed but 
before the SIR is published. 
An applicant can change his mind and convert the SIR to a 
patent by abandoning the original application and filing a con-
tinuation or continuation in part application,27 and a petition to 
withdraw the request for a SIR.28 An applicant gets the benefit 
of the filing date of the SIR for the matter disclosed therein. A 
[d. 
24. [d. § 157(a) (Supp. 1985). 
Notwithstanding any other provision of this title, the 
Commissioneer is authorized to publish a statutory invention 
registration containing the specification and drawings of a reg-
ularly filed application for a patent without examination if the 
applicant-
(1) meets the requirements of section 112 of this title; 
(2) has complied with the requirements for printing, as set 
forth in regulations of the Commissioner; 
(3) waives the right to receive a patent on the invention 
within such period as may be prescribed by the Commissioner; 
and 
(4) pays application, publication and other processing fees 
established by the Commissioner. . 
25. [d. § 157(a)(3). 
26. [d. § 157(b). 
27. [d. § 120. See generally 37 C.F.R. §§ 1.60, 1.62. See also Bendix Corporation v. 
Balax, Inc., 421 F.2d 809 (7th Cir.), reh'g denied, 399 U.S. 911 (1970) (specifies the re-
quirements for continuing applications). 
28. 37 C.F.R. § 1.296 (1985). 
8
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petition must, however, be filed before the SIR is published. The 
Code of Federal Regulations (C.F.R.) provides: 
A request for a statutory invention registra-
tion, which has been filed, may be withdrawn 
prior to the date of the notice of the intent to 
publish a statutory invention registration issued 
pursuant to § 1.294(c) by filing a request to with-
draw the request for publication of a statutory in-
vention registration. The request to withdraw 
may also include a request for a refund of any 
amount paid in excess of the application filing fee 
and a handling fee of $100 which will be retained. 
Any request to withdraw the request for publica-
tion of a statutory invention registration filed on 
or after the date of the notice of intent to publish 
issued pursuant to § 1.294(c) must be in the form 
of a petition pursuant to § 1.183 accompanied by 
the fee set forth in § 1.17(h).29 
Thus, the decision to file an application as a SIR is not irreversi-
ble if an applicant decides to pursue the patent. This situation 
could occur, for example, if an invention was later determined to 
be commercially valuable. 
An applicant can also file an application and later change it 
to a SIR. A petition must be filed, including the waiver and fee, 
with basically the same procedure used for filing an application 
as a SIR.30 There are, however, penalties if an applicant waits 
until the PTO has completed the first office action on the appli-
cation. If an examiner's first office action has been mailed, the 
fee for converting to a SIR is $800.31 If an examiner's first office 
action has not been mailed, the fee for having the application 
published as a SIR is only $400.32 
This extra fee discourages an applicant from "feeling out" 
the status of an application by waiting until the application has 
been rejected by the PTO to see what prior art has been cited 
before deciding to convert the application to a SIR. If an appli-
29.ld. 
30. See supra notes 24-26 and accompanying text. 
31. 37 C.F.R. § 1.17(0) (1985). 
32. ld. § 1.17(n). 
9
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cant can wait until after the first office action to convert to a 
SIR, the PTO will be required to conduct a prior art search and 
write the first office action. The application will be reviewed 
under 35 United States Code (U.S. C.) sections 102, 103, and 112, 
and will not, therefore, be examined in the contemplated abbre-
viated examination process which requires the examiner to re-
view the application under only 35 U.S.C. section 112.33 The 
prosecution process will be prolonged, thus destroying the main 
purpose of the SIR process-to save the time and the expense of 
prosecuting an application. 
2. Examination 
An application received by the PTO with a request for ex-
amination as a SIR will be examined in an abbreviated process. 
The responsible examiner will review the application to ensure 
that the enabling and best mode requirements of 35 U.S.C. sec-
tion 112 are met, the applicant has complied with the require-
ments for printing, the waiver of the right to receive a patent is 
included, and the application, publication, and other processing 
fees have been paid.3' The C.F.R. provides: 
Any request for a statutory invention regis-
tration will be examined to determine if the 
requirements of § 1.293 have been met. The ap-
plication to which the request is directed will be 
examined to determine (1) if the subject matter of 
the application is appropriate for publication, (2) 
if the requirements for publication are met, and 
(3) if the requirements of 35 U.S.C. 112 and 
§ 1.293 of this part are met.S& 
In contrast, a patent application not filed as a SIR is as-
signed to an examiner.s6 The examiner reviews the application 
33. See infra notes 40-41 and accompanying text. 
34. 35 U.S.C. § 157(a) (Supp. 1985). See also 37 C.F.R. § 1.293 (1985). 
35. 37 C.F.R. § 1.294(a) (1985). 
36. 35 U.S.C. § 131 (1985). "The Commissioner shall cause an examination to be 
made of the application and alleged new invention; and if on such examination it ap-
pears that the applicant is entitled to a patent under the law, the Commissioner shall 
issue a patent therefor." [d. Having complied with 35 U.S.C. § Ill, an applicant is enti-
tled to an examination of his application, but not necessarily to a patent. Section 131 is 
an express mandate to the Commissioner to examine a patent application. For reasons of 
10
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to guarantee that the enabling and best mode requirements of 
35 U.S.C. section 112 are met, and conducts a "prior art search" 
to see if the invention has been patented previously37 or if the 
invention would be obvious to a skilled artisian.38 This process 
often results in a rejection by the examiner of the application 
and subsequent amendments by an applicant to overcome the 
examiner's rejections.39 These rejections are usually based on 
"anticipation" under 35 U.S.C. section 102 or "obviousness" 
under 35 U.S.C. section 103, and not the enabling and best mode 
requirements under 35 U.S.C. section 112.40 Consequently, a sig-
nificant part of the prosecution process for both the PTO and 
the applicant involves the rejection-amendment process over an-
ticipation and obviousness. This extra time and effort, however, 
is avoided by filing a SIR because an examiner reviews an appli-
cation only under 35 U.S.C. section 112 and does not fully ex-
amine the application under 35 U.S.C. sections 102 and 103.41 
3. Rejections 
If, however, an examiner finds that an SIR application does 
not meet the requirements for publication,42 the SIR request will 
be rejected.43 The applicant will be given a chance to correct the 
practicality, the Commissioner delegates this mandate to the corps of examiners. 
37. Id. § 102. 
38. Id. § 103 (Supp. 1985). 
39. Id. § 132 (1985). 
Whenever, on examination, any claim for a patent is re-
jected, or any objection or requirement made, the Commis-
sioner shall notify the applicant thereof, stating the reasons 
for such rejection, or objection or requirement, together with 
such information and references as may be useful in judging of 
the propriety of continuing the prosecution of his application; 
and if after receiving such notice, the applicant persists in his 
claim for a patent, with or without amendment, the applica· 
tion shall be reexamined. No amendment shall introduce new 
matter into the disclosure of the invention. 
Id. See, e.g., In re Wiechert, 370 F.2d 927 (1967) (although the Commissioner may deny 
an applicant a U.S. patent by rejecting claims or by objecting to the application or by 
making requirements, the applicant is afforded the rights of due process and notice with 
respect to that denial). 
40. 2 P. ROSENBERG, PATENT LAW FUNDAMENTALS 15-18 to 15-22 (2d ed. 1985). 
41. Id. See also 35 U.S.C. § 157(a) (Supp. 1985). 
42. See supra note 34. 
43. 37 C.F.R. § 1.294(b) (1985). 
Applicant will be notified of the results of the examina-
tion set forth in paragraph (a) of this section. If the require-
11
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problem with the application through amendment, and resubmit 
the application to the PTO for reconsideration. If the applica-
tion is still deemed too defective to publish as a SIR, the exam-
iner will issue a final rejection indicating that the PTO will not 
publish the application as a SIR." The applicant, dissatisfied 
with the PTO's final position, can appeal the examiner's refusal 
to allow publication. 
4. Appeal 
An applicant who has had a SIR application finally rejected 
has two options for appeal. First, the applicant has the right to 
petition the Commissioner to review an examiner's final rejec-





ments of § 1.293 and this section are not met by the request 
filed, the notification to applicant will set a period of time 
within which to comply with the requirements in order to 
avoid abandonment of the application. If the application does 
not meet the requirements of 35 U.S.C. 112, the notification to 
applicant will include a rejection under the appropriate provi-
sions of 35 U.S.C. 112. The periods for response established 
pursuant to this section are subject to the extension of time 
provisions of § 1.136. 
After response by the applicant, the application will again be 
considered for publication of a statutory invention registra-
tion. If the requirements of § 1.293 and this section are not 
timely met, the refusal to publish will be made final. If the 
requirements of 35 U.S.C. 112 are not met, the rejection pur-
suant to 35 U.S.C. 112 will be made final. 
45. Id. at § 1.295(a). 
Any requester who is dissatisfied with the final refusal to 
publish a statutory invention registration for reasons other 
than compliance with 35 U.S.C. 112 may obtain review of the 
refusal to publish the statutory invention registration by filing 
a petition to the Commissioner accompanied by the fee set 
forth in § 1.17(h) within one month or such other time as is 
set in the decision refusing publication. Any such petition 
should comply with the requirements of § 1.181(b). The peti-
tion may include a request that the petition fee be refunded if 
the final refusal to publish a statutory invention registration 
for reasons other than compliance with 35 U.S.C. 112 is deter-
mined to result from an error by the Patent and Trademark 
Office. 
12
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nal rejection to the Board of Patent Appeals and Interferences.46 
The Commissioner or the court can either overturn an ex-
aminer's refusal to publish the SIR and order publication, or up-
hold the examiner's position and refuse publication. The appli-
cant may pursue the issue in court if publication is refused.47 
However, if an applicant has to amend, appeal, and go to court 
to get the SIR published, the abbreviated prosecution process 
has been frustrated and the advantages of the SIR process, sav-
ing time and money, have been lost. If the prosecution process 
advances to this stage, an inventor would have been better off to 
have published the material or have applied for a patent. 
B. SIR PUBLICATION 
If an applicant is successful in overcoming an examiner's re-
jections by amendment or appeal or if an application complies 
with all of the requirements for publication when the SIR is ini-
tially submitted, the PTO will publish the application as a 
SIR. 48 The SIR published by the PTO must be labeled as a 
"Statutory Invention Registration" and include language to the 
effect that the publication "is not a patent. "49 Each statutory 
invention registration published must include the following 
Id. 
46. Id. § 1.295(b). 
Any requester who is dissatisfied with a decision finally 
rejecting claims pursuant to 35 V.S.C. 112 may obtain review 
of the decision by filing an appeal to the Board of Patent Ap. 
peals and Interferences pursuant to § 1.191. If the decision reo 
jecting claims pursuant to 35 V.S.C. 112 is reversed, the reo 
quest for a statutory invention registration will be approved 
and the registration published if all of the other provisions of 
§ 1.293 and this section are met. 
47. 35 V.S.C. §§ 141-145 (Supp. 1985). See also 37 C.F.R. §§ 1.301-03 (1985). 
48. 37 C.F.R. § 1.297(a). 
If the request for a statutory invention registration is ap· 
proved the statutory invention registration will be published. 
The statutory invention registration will be mailed to the reo 
quester at the correspondence address as provided for in § 
1.33(a). A notice of the publication of each statutory invention 
registration will be published in the Official Gazette. 
Id. See also 37 C.F.R. § 1.294(c) (1985) ("If the examination pursuant to this section 
results in approval of the request for a statutory invention registration the applicant will 
be notified of the intent to publish a statutory invention registration.") 
49. [d. § 1.297(b) (1985). 
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statement relating to the attributes of a SIR: 
A statutory invention registration published 
pursuant to 35 U.S.C. 157 is not a patent but it 
has all of the attributes specified for patents in 
title 35, United States Code, except those speci-
fied in 35 U.S.C. 183 and sections 271 through 
289. A statutory invention registration does not 
have any of the attributes specified for patents in 
any other provision of law other than title 35, 
United States Code. The invention with respect 
to which a statutory invention registration is pub-
lished is not a patented invention for purposes of 
the marking provisions of 35 U.S.C. 292.110 
This section was apparently added to avoid confusion between 
patents and SIRs and to signify to those searching the prior art 
that a SIR has been granted in the abbreviated prosecution 
process. 
C. SIR AS PRIOR ART 
A SIR is "prior art" under all subsections of 35 U.S.C. sec-
tions 102 and 103, and therefore, has the same defensive status 
as would a patent covering the same subject matter. iiI SIR over-
comes the limitations of technical disclosure bulletins, journal 
articles, and PTO defensive publications, by providing that a 
SIR will be a reference as of its filing date even though it may 
not be made public for several months.1i2 
Use of a SIR to establish a reference date equal to the filing 
date may be limited by the courts in the same manner as defen-
sive publications. lis SIR, however, has a clear statutory basis that 
establishes a SIR as a reference as of the filing date of th,e appli-
cation on which it is based. Ii" SIR basically serves as a reference 
to prevent future patenting of the same or obviously similar sub-
ject matter by assuring the status of SIR as prior art, and re-
moving the remedies available to the inventor had the subject 
50. Id, 
51. 35 U.S.C. § 157(c) (Supp. 1985). 
52. See supra notes 9-16 and accompanying text. 
53. See supra notes 16-21 and accompanying text. 
54. 35 U.S.C. § 157 (Supp. 1985). 
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matter been patented in the normal prosecution process. 
D. EFFECT OF SIR ON REMEDIES 
Sections 271-289 of 35 U.S.C. provide a patentee with a def-
inition of patent infringement and with remedies for infringe-
ment of a patent by others. According to section 271, "Except as 
otherwise provided in this title, whoever without authority 
makes, uses or sells any patented invention, within the United 
States during the term of the patent therefor, infringes the pat-
ent. "1111 Other sections in the statute provide redress for infringe-
ment through a "remedy by civil action"lIs for infringement and 
specifically authorize injunctions,1I7 damages,IIS and, in excep-
tional cases, attorney's fees. lI11 The statute also authorizes com-
pensation for an inventor who has had a patent withheld or kept 
secret because of the government's interest in national 
security. so 
Upon issuance of a United States patent, a statutory rule of 
evidence provides that the issued patent shall be presumed valid 
and that the burden of establishing invalidity of a patent shall 
rest on the party asserting invalidity. This evidentiary presump-
tion has the effect of placing the burden of proving un-
patentability on the party challenging the patent's validity. It 
then becomes the responsibility of the challenging party to pre-
sent clear and convincing evidence that the claimed invention 
previously existed in the prior art or that an act or event oc-
curred that defeated the patentee's right to be granted a pat-
ent.S1 These remedies provide the mechanism used by a patent 
holder to exploit an invention for profit by providing a means 
55. Id. § 271 (1984 & Supp. 1985). 
56. Id. § 281 (1984). 
57. Id. § 283. "The several courts having jurisdiction of cases under this title may 
grant injunctions in accordance with the principles of equity to prevent the violation of 
any right secured by patent, on such terms as the court deems reasonable." Id. 
58. Id. § 284. "Upon finding for the claimant the court shall award the claimant 
damages adequate to compensate for the infringement, but in no event less than a rea-
sonable royalty for the use made of the invention by the infringer, together with interest 
and costs as fixed by the court." Id. 
59. Id. § 285. "The court in exceptional cases may award reasonable attorney fees to 
the prevailing party." Id. 
60. Id. § 183. 
61. [d. § 282 (1984 & Supp. 1985). 
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with which a patent holder may seek redress if others make, use, 
or sell his invention. 
Publication of a SIR and the resulting effect of the waiver 
of all rights to receive a patent means that an applicant has 
waived the remedies in 35 U.S.C. section 183 and 35 U.S.C. sec-
tions 271-289 for enforcement of patent rights.62 An inventor 
loses his offensive rights in his invention when the invention is 
disclosed as a SIR. This requirement only accentuates the pur-
pose of SIR; to provide defensive protection but to remove the 
offensive right an inventor has in his invention, i.e., the right to 
exclude others from making, using, or selling the invention.63 
IV. DISCUSSION 
SIR provides an inventor with a simplified procedure that 
side steps the difficult and costly rejection-amendment part of 
patent prosecution. This simplified procedure, however, elimi-
nates the most beneficial part of patent prosecution; the right to 
exclude others from making and using an invention. SIR is, how-
ever, not without some benefit to an inventor who wants to pro-
tect his rights against subsequent independent inventors. SIR 
establishes a prior art reference as the filing date. Subsequent 
inventors are prevented from patenting the same invention, and 
the first inventor is forced to pay royalties to the patentee. An 
inventor will not face the dilemma of another inventor working 
independently to obtain a patent by showing that he reduced 
the invention to practice after the SIR is filed but during the 
pre-publication review by the PTO. 
[d. 
62. [d. § 157(c) (Supp. 1985). 
A statutory invention registration published pursuant to 
this section shall have all of the attributes specified for pat-
ents in this title except those specified in section 183 and sec-
tions 271 through 289 of this title. A statutory invention regis-
tration shall not have any of the attributes specified for 
patents in any other provision of law other than this title. A 
statutory invention registration published pursuant to this 
section shall give appropriate notice to the public, pursuant to 
regulations which the Commissioner shall issue, of the preced-
ing provisions of this subsection. The invention with respect to 
which a statutory invention certificate is published is not a 
patented invention for purposes of section 292 of this title. 
63. See supra notes 3-4 and accompanying text. 
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Governmental agencies should benefit greatly from the new 
SIR program. The government normally does not enforce its 
patents and will grant a license to anyone who requests it.6' In 
fact, the newly enacted SIR statute specifically contemplates the 
government's use of the new statutory invention registration 
process: 
The Secretary of Commerce shall report to the 
Congress annually on the use of statutory inven-
tion registrations. Such report shall include an as-
sessment of the degree to which agencies of the 
federal government are making use of the statu-
tory invention registration system, the degree to 
which it aids the management of federally devel-
oped technology, and an assessment of the cost 
savings to the Federal Government of the use of 
such procedures.6G 
The SIR procedure, however, is not without possible limita-
tions. SIR is a newly enacted provision that has neither been 
interpreted by the courts nor evaluated by the PTO in the pros-
ecution process. The courts may refuse to determine, albeit over 
clear statutory authority,66 that SIR gives an inventor a priority 
date equal to the filing date, and thereby, place the SIR on an 
equal status with technical disclosure bulletins, journal articles, 
and defensive publications.67 In addition, applicants not con-
cerned with section 102 and section 103 rejections may file appli-
cations with very broad claims that will initiate interference pro-
ceedings with other patent applications during the prosecution 
process.6 1!1 
V. CONCLUSION 
SIR will be very useful to large corporations, universities, 
and governmental agencies who want to publish inventions that 
result from research but do not want to exploit the invention 
64. See supra note 6 and accompanying text. 
65. 35 U.S.C. § 157(d) (Supp. 1985). 
66. See supra note 54 and accompanying text. 
67. See supra notes 15-19 and accompanying text. 
68. 35 U.S.C. § 157(a) (Supp. 1985). "If an interference is declared with respect to 
such application, a statutory invention registration may not be published unless the issue 
of priority of invention is finally determined in favor of the applicant." Id. 
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commercially, either because of policy or economics. SIR will 
serve as an expedient and inexpensive means to make inventions· 
public and prevent others from patenting the same or obviously 
similar invention. SIR will also supplement technical disclosure 
bulletins and replace PTO defensive publications as a means for 
disclosing inventions. However, SIR will be of little value to an 
inventor who wishes to exploit his invention commercially be-
cause the right to exclude others from exploiting the invention 
has been lost. 
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